\ United States Patent and Trademark Office 



Shennan & Shalloway 
413 North Washington Street 
Alexandria, VA 22314 



Please find below and/or attached an Office cc 



Office Action Summary 



Applicant(s) 

SATOH ET AL 



to cover s/ieet with the correspondence address ~ 



urn of thirty (30) days will l» coiuMend tiiia 



1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)|SI This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed In accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-11 is/are pending In the application. 

4a) Of the above clalm(s) Is/are withdrawn from consideration. 

5) M Clalm{s) 1-7 and 9-11 Is/are allowed. 

6) 13 Clalm(s) 8 is/are rejected. 

?)□ Claim(s) Is/are objected to. 

8) n Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on Is/are: ajD accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacemert drawing sheet(s) induding the correction is required if the drawing(s)is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Aci^nowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)ia All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.13 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



1) M Notice of References Cited (PTO-892) 4)0 Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(syiVlail Date. . 

3) □ information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Art Unit: 1714 

Abstract is objected since It must be on a single separate page. 
Thie requested correction to Foreign Application tias been made as evidenced by 
the attached copy of Bib Data Sheet. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled In the 
art to which it pertains, or with which ft is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The daim 8 is not commensurate in scope with an enabling disclosure until the 

named groups for "substituted" for R1.7 in claim 8 as described In the instant 

specification, are recited in the claims for "substituted". If there are no examples for 

"substituted", in the instant specification, "substituted" must be cancelled because the 

specification is not enabling for the skilled artisan to practice the invention. It would 

require undue experimentation to determine all of the groups which are encompassed 

by "substituted" and how to attach these groups to the claimed compound. 

Claims 1-7 and 9-11 are allowed. 

Claim 8 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, first paragraph, set forth in this Office action. 

Applicant is required to submit the prior art [JP (Kokai) 53519/2000] recited at 
page 3 of the specification since it would be the closest prior art. The only difference is 
the average particle size (1-9 nm) of irregular-shaped inorganic particles (A), and the 
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examiner does not see any motivation to use the instant the average particle size (not 
smaller than O.lnm but smaller than 0.1nm) in said JP (Kokai) 53519/2000. The next 
office action (including the allowed claims) would be final rejection if said JP (Kokai) 
53519/2000 discloses more than applicant's teaching at page 3 of the specification. 

US Pat. 5,856,374 to Ono et al teach a curable dental composition similar to the 
instant invention except irregular-shaped inorganic particles (A) and acylphosphine 
oxide, and the examiner does not see any motivation to modify said patent. 

US Pat. 5,034,152 to Burger et al teach dental composites and the use of the 
instant acylphosphine oxide (col. 4, line 14) but fail to teach or suggest the instant mixed 
filler. US Pat. 4,265,723 to Hesse et al teach the instant acylphosphine oxide (table 1 ). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (571 ) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 868-217-9197 (toll-free). 




Tae H Yooif 
Primary Examiner 
Art Unit 1714 
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